AUG. 3.2004 8:01PM DC OFFICE2024084400 


NO. 319 P. 23 


Exhibit 2 


PAKW'RCVDATnw IlltSPIII Fasten DayligMfiniel'SVRiUSPTO'EFllllF'ligWtm 


1 

2 
3 
4 
5 
6 
.7 
8 
9 
10 
11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21. 
22 
23 
24 
25 
26 
27 
28 


2004 8:01PM 


OC OFFICE2024084400 


NO. 319 


P. 24 


WILLIAM L ANraONY (State Bar No. 106908) ,. 
ERIC L. WESENBERG (Slate Bar No, 139696) } 
• HEIDI L. KEEFE ;(State Bar No. 178960) 
KENNETH J. HALPERN (State Bar No. 187663) ' 
SAM 0- ROURKE (State Bar No. 20 5233) 
ORRIOK HERRINGTON & SUTCLIFFE, LLP 
li)06MaishRoad 
Menlo Paric, CA 94025 
Ttelephone: (650)614-7400 
Facsimile: (650)614-7401 

KRISTIN L CLEVELAND (admitted iVo Hac Vice) 

JAMES E. GHUNGER (admitted Pro Hac Vice) ". 

JOHND. VANDENBERG . . 

KLARQUIST SPARKMAN, LLP : 

One World Trade Center, Suite 1 600 

121 S.W, Salmon Street 

Poitland, OR 97204 

Telephone: (503) 226'739l' 

Facsimile: (503)228^9446 

Attorneys fox DeJEendant and Cdimterclaimact, 
MICROSOFT CORPORATION 


• UNITED STATES DISTEUCT COURT 
NORTHERN DISTRICT OF CAX.IFOKNIA 
OAKLAND DIVISION 


INTERTRUST TECHNOLOGIES , 
CORPORATION, a Delaware coippration. 


Case No, C 01-1640 SEA (MEJ). 
Consolidated -with C 02-0647. SBA (MET) 


Plaintiff, 


MICROSOFT CORPORATION, a 
Washington corporation. 


..Defendant. 


MICROSOFT'S NOTICE OF 
MOTION, MOTION AND 
MEMORANDTJM IN SUPPORT OF 
ITS MOTION FOR PARTIAL 
SUMMARY JUDGMENT OF 
INVALIDITY OF THE ASSERTED 
CLAIMS OF THE 'liJl PATENT 
(ANTICIPATION) 


.AND RELATED CROSS-ACTION. 


Date: March 30, 2004, ; 

TLme: 1:00 p.m. 

Judge: Saundia B. Annstrong 


MICROSOFT'S MOTKW POtiPARTlXL SUMMARY 
JUDGMENT OF INVALIOrrY OF THE '181 PATENT 
CASNO.CO.l-1640 5BA(MeJ) 


DOCSSVia60337J 


:01:07PM[Ea$te[TiDaylightTime]'SVR:U8PTO{FXIV-1/0'DNIS:872930S'CSI^ 


1 

. 2 
3 
4 
5 
6 
7 
8 
9 

10 
11 
.12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 


004 8:01PM DC OFF1CE2024084400 • NO. 319- -P. 25 • 

" • ■ TABLE OF pONTENTS - [ — - .^-p.-L.. 

. ' • ••, . • Page 

I. Introduction... ». - •• - 1 

LL L^gal Staiad^d rj 

A- Ugal Standard For Sunmaiy Judgment..,.. ...2 

. B. ' Legal Standard'For Patent Invalidity .A : -,...2 

EL • Argument' ; .'. •■: — r—" 3 

A: -Hie PCT Publication Anticipates CIaim.9l Of The '181 Patent..,.,,.... : ,..,3 

B. The PCX Publication Anticipates All Asserted Claims Dependent Upon . 

ClaiDa.91 of the ' 181 Patent ~ , 17 

C: The PCT PiibUcation Anticipates Claim 48 Of The ' 181 Patent ..J.;...- 21 

D. ■ The PCX Publication Anticipates All Asserted Claims Dependent Upon. 

aaim 48 Of The '1 8 1 Patent • • • 21 

IV. CqpolusipJi - : * - " 25 


-i- 


:01:07 PM[Eastem Daylight Time]' SVRiUSPTO-EFXIV-IW 


1 

2 
3 
4 
5 
6 
.7 
.8 
9 
10 
11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
(■24 
25 
26 
27 
28 


?004 8;02PM • DC OFFICE2024084400 ' NO. 319 P, 25 

TABLE OF AUlT^O»ITIES — t . ./ 

I 

FEDERAL CASES 

Andetsonv.Libat^ Lobby, Inc. ' ■ . ■ 

. 477 U.S. 242 (1986) -.^ — v v 

Avia Orin^ Jhtematioml, Jnc v. LA. Gear Califoj^ 

' 853 F.2d 1557 (Fed. Cir. 1988) • :■ • — '■ 


Page 


Sarmag Banner MaschineT(fabrik AGy, Murata Kifachinery, Ltd. 

731 F.2dat 835-36 (Fed. Cir. 1984) • - - ' • ■ ^ 

Breraterv. United States ^ 
. 773 F:2d 306 (Fed Or. 1985) ■ : : • 2 

Brown v. 3M 

265 F.3d.l349 (Fed, Cix. 2001).. : : r - ■ - 3 

Desper Products V. Q$<nmd Laboratories 

157 F-3d 132 (Fed. Cir. 1998)..., I..:..™ --- - - . 2 

Electro Scirlndustrialv. Dynamic Details, Inc. 

307 F.3d 1343 .(Fed. Cir. 2002) ,.. .-_ - 5 

Liquid Dynanucs Corp. V, Vaughan Co., Inc. ' 

2004 U.3.App. LEXIS 1065 (Fed. Cir. Jan. 23, 2004) ■■ 2 

Rapoport v. Dement 

254 F.3d 1053 (Fed. Cir. 2001) .■. -". 5. 6 

Smithldine Beecham Corp, v. Excel Pharms., Inc. 

2004U.S js^pp. UEXIS 1323 (Fed. Cir. Jan. 29, 2004) -..,..-1 5. 

Spectra Corp. v. Lutz 

839 P.2d 1579 (Fed. Cir, 1988),.... ~ 2 

WMS Gaming Inc. V. International Game Tech. 

184 F.3d 1339 (Fed. Cir. 1999).., 2 

FEDERAL STATUTES 

35 U.S.C. § 102.... ^. 1, 2, 3, 25 

Fed. R. Civ: P, 56<......„. '. - ^ 2 


-ii- 


02004 11:01:07 PM [Eastern Daylight rime]' SVR:USPTO-EFXI^-1/0 * 


i 

. 2 
3 
■ 4 
5 
6 
7 
8 
9 
10 
11 
12 
.13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 


2004 8:02PM OC OFFICE2024084400 ■ NO. 319 P. 27 .• 

' . NOTICE OF MOTION . — " - 

.Pursuant to Fed. R. Qv. P. 56(b) and 35 U.S.C. § X02(b). Defendant Microsoft 
Coiporadoa C^crosofT) respectfully moves for Partial Sununaxy Judgmentof Invalidity of the . 
Asserted Claiiris of the *181 Patent This motion is notibed for March 30» 2004 at l:OO.p.m. and is 
based upon ibis Notice and Memorandum of Points and Authorities/ die Declaration of Sain 
•O'Rourke and'exhibits thereto. Pursuant to th^ Court's Standing Order, Microsoft met and 
conferred ^/fitb. counsel for IhterTrust prior to filing this motioiL bfeclatatiqn of Eric L. Weseiiberg 
In Support of Microsoft' s Motion For Partial Smioiiiary Judgment of Invahdify of the Ass«ted 
Claims of the '900 Patent at 6. . • 

. MEMORANBtIM OF POINTS AND AUTHORITIES . 

L IWTRQDUCTION / 

» Microsoft moves for summary judgment of ixivalidity of all asserted claims of U.S. 

Patent No, 6,112,181 (the*"181 patenf'),^ pursuant to 35 U.S.C. § 102(bXbasedonthe 
anticipatory disclosure of tbe prior art InteniationalPublication Number W096/27155, published 
under flie Patent Cooperation Treaty on September 6, 1996 (the "PCT",publication).^ The PCT 
publication was published more that one year prior to the application for the '.181 patent and 
discloses every limitation, of each asserted claim of the ' 1 8 1 patent InterTrust did not cite the 
PCT publication during the prosecution of the '.181 patent and, therefore, the examiner did not ■ 
take it into consideration as prior art in issuing the claims that are asserted against Microsoift 

Graniing Microsoft's summaiy judgment motion will reader the asserted claims of 
the U 8 1 patent invalid, simplijfyiag this case by eliminating fourteen claims and the need for a 
jury to learn and understand &e ' 1 8 1 patent technology. It would also eliminate the need to 


' Hie ' 181 patent is attached as- Exhibit A to the Declaration of Sam O'Rourke. 

^ The "PCP publication is an appUcatioii fded by InterTmst and is almost identical to InterTnist' s 
US, Patent Application No. 08/388,107 (the "'107 application") filed onFcbiuaiy 13, 1995, and later 
abandoned. The ' 107 applieation, often referred to as the "Big Book;" spawned the majority of the 
JnterTraat i>atents asserted against Microsoft in ihc present litigation. Many of the asserted patents are 
either continuations of the ' 1 07 application, or incorporate its speoijScaiion by reference. The PCT 
publication (W096/27155) is attadied as Exhibit B to the Declaration of Sam O'Rourke. 
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consider Microsoft's **Systein Management Server (^MS)" product, veisions 2.0 and latep, as the 
' only claims asserted against this product are from the. '181 patent, 
n, LEGAL STANDARD 

A. Legal Standard For Snnunary Jadgment ^ . 

The Federal CSicuit Iks repeatedly enipha$ized that "{siiiamatyjudgment is as. 
appropriate in a patent case as it is in any other case." Desper Prods, y. QSoundLdb., 157'F3d 
1325, 1332 CFed. Qr. 1998) (citing CJt Bard, Inc. v. Advanced Cardiovascular Systems. Inc., 
911 F.2d670, 672 (Fed, Cir. 1990); SeeAvia Group International, Inc. v. LJi^ Gear California, 
Inc., 853 F.2d 1557, 1561 (Fed. Cir. 1988); Spectra Corp. v. X«te,.839.F.2d 1579. 1581 n. 6 (Fed. 
Cir. 1988); Bretmer v, United Stcaes, 773 F.2d 306, 307 (Fed; Cir. 1985). "Swmnary judgment is 
appropriate when there are no issues of material feet and the movingparty is entitled to jud^cnt 
as a matter ofJaw," Liquid Dynamics Corp. v, Vaughan Co., Inc., 2004 US- ^p: LEXIS 1065, 
*13 (Fed, Car, Jaxu 23, 2004); See Fed. R, Civ. P, 56(c). A fact is maferiai if it "mjght affect the 
outcome of the suit under the governing law." Anderson Liberty Lobby, Inc. AHl U.S. 242, 248* 
(1986). 

"With respect to whether there is a gentiine issue, the court may not simply accept 
a party's statement that a fact is challenged, (citations omitted) The party opposing the motion 
must point to an evidentiary conflict created on the record at least by a cotmter statemeat of a fact 
or fects set forth in detail in ap. affidavit by a knowledgeable affiant Mere denials or conclusory 
statements are iosuflScienf' Barmag Barmer MaschuienfabrikAG v, Uto'ata Machinery, Ltd,^ 
731 R2d at 835-36 (Fed. Cir, 1984)/ 

B. Legal Standard For Patent Invalidity 

An individual is only entitled to a patent for an. invention that is novel at the time 
the invention was made. Thus, a defendant in a patent rafringement action is -entitled to summary 
judgment of invalidity if it establishes by. clear and convincing evidence that the ^plicant failed 
■ to meet the requirements of patentability. WMS Gaming Inc.- v. International Game Techy 184 
' F.3d 1339, 1355 (Fed. Cir. 1999), ^ficrosoft moves for summary judgment of invalidity based on 
35 US.C. § 102(b), which states that an individual is not ^titled to a patent if their claimed 
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inv^tion.' "was patented or described in a printed publication in this oinsrfbreign cofiiifiry 7 . . raore 
ton one year prior to the date of the application for patent in the United States." Summaiy 
judgment should be granted where the defendant danonstrates that each element of each ... 
challenged claim is disclosed in a single prior art refen&ce. SeeBrovm v, 3M, 265 F.3d 1349. 
1351 (Fed. at. 2001). '/ ' 

' As stated above, N4iorosoft*sniotion is based upon the Sqjtember 6/1 9 
.publicatiohof PCTpubKcation W096/27155. InterTrust's '181 patmt was filed on November 6/ 
1997, The PCT publication, therefore, was published a year and two months prior to the filing 
date of tihe '181 patent and, as will be shown belowj discloses all elements of the asserted claims . ' 
of the M 81 patent. Thus, the PCT publication is invalidating prior art under 35 U.S.C. § KGfb), 
as tibie puiported invention of the asseirted claims of the '181 patent was "des(^bed in *a.printed, 
publication in.'. . . a foreign country , . ;morethan one year prior to the date of tfae^plication 
for'^ tie M 81 patent in the United States, ' 

IIL ARGITMENT 

The asserted claims of IhterTrust*s M8 1 patent recite a method for sendiog 
selected digital information to selected recipients, using **rules and controls" to govern the use of 
that information* Tlie recipients are permitted to use the digital information in a controlled 
environment that enforces the associated **rules.and controls," 

. As shown below, the PCT publication discloses all of the eXetnents with parallel ■ 
■fiiactionaUty as those recited.in the asserted claims of the ' 1 8 1 patent^ 

A, The PCT PabKcation Anticipates Claim 91 Of The ^181 Patent 

, Claim 91 of the ' 1 8 1 patent is the narrowest asserted independent claim. 

Demonstration of how the PCT publication anticipates clairo 91 will, therefore, simplify the 


^ The asserted claims of the '181 patent are clainjs 48> 59, 61, 62, 63, 70, 72, 75, 89, 91, 104, 114, 
117, and 131, 


DOCSSVl',260337^ 
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analysis of how jflie PCT publication anticipates the.jbroader asserted iaaepietident.claife 48.^ 
Qaim 91 states as follows: 

.' . 

91 . A melhod for securely tiatfowcastiiig selected digital ixi&imation to specified 
recijpients including: 

• . . 

(a) receiviiig selected digital ijoforoiation in a secure con^&er ^ £L 
recdving appKance ronote fi»m a saading ^liance, the receivm 
appliance having a secure n.ode, &e receiving £^liance being associated ' . 
with a receiving enti^ ' , 

(i) £he digital infonaation having been selected at least in part based 
on the digital infonnation's membership in a first class, 

(ii) the first class membership/having beea detenniiied at least in 
part using rights management infomiation; 

(b) the rcoeiviug eirtity having been selected at least in part based 5n said 
receiving entity's mCTabership in a second class, . " • . 

'V- " • • / . / ' 

CO the second class membership having been determined at least in 

part on the basis of informatibn derivfiki fix>m the recipient ettti^ 

creation, use o£ or interaction with ligjits toanagem^t information; 

(c) reed ving at the receiving appHance n^^ aiid contr^^ 
container, • ' 

(i) the rules and controls having been associated with the selected 
digital iiiformatioii; and 

(d) using at the recd^ong appliance the selected digital infoimation 'in 
accordance witii the rules and controls, 

(x) the riiles and controls being enforced by the receiving applianoe. 
. . secxire node. 

The sections that follow demonstrate^ on an element-by-elemiKnt basis, that 
flie PCT publication anticipates claim 91 . 

1- Claita 91 - Preamble 


Claim 
Language 


A method for se,curely narrowcasting selected digital information to 
specified redpients including: • 


^ Dependent claims' that reference claim 91 are addressed individually in tiie sections following the 
claim 91 analysis. Dependent claims that reference claim 48 follow, tiie analysis of ttiat claim- 
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A preamble lizoits Ihe claimed invention if it ''r^ 
if it is .'necessary to give life, meaning, and vitality' to fte claim." Smtihldme Beecham Corp. v. 
&xelPharms.. Inc., 2004 US. App. LEXIS 1323, ♦13 (Fed. Cir. Jan. 29, 20.04) (citing Catdliiia 
Mktg. Inil V. Coolsavings, 289 F.3d 801, 80S (Fed, cif. 2002)). In tbis case, tbe preamble of 
claim 91 lecates liie step of 'Wrowcasting" which is'necessary to give lifte, meaning, and vitality 
to claim 91 . 'This functionality is not otherwise recited in the body of claim 91,.yet it is the 
^ject of the filleged invention of the '181 pat^ JnterTrust chose to use both the preamble and 
the body of claim 91 to define the subject matter of the claimed invention. When limitations in 
ttie body of the claim rely upon and derive antecedent basis fiom the preamble, then the preamble 
may act as anecessary component of the ols^imed invention. See, e.g.. Electro So. Indus, y. 
Dynamic'Details, Inc., 307 F.3d 1343, 1348 (Fed. Cir. 2002); Rapoport v. Dement, ISA F.3d 
1053, 1 059 (Fed, Cir. 2001). Hae, the preamble of claim 91 is limiting. 

The preamble 'recites a method for 'nairowcasting selected digital ixxfttrm^on to 
specified recipirajts. The teraa ''narro-wcast" has an ordinaiy and customaiy meaning, wiiich is 
"[t]o transtait data to selected individuals. Contrast with broadcast." Alan Freedmah, Computer- 
Desktop Encyclopedia, 9th Edition, MpGraw Hill (2001) (hereafter "Computer Desktop 
Encyclopedia") at 65i:^ Allhougii the ' 181 specification feils to define "nanowcast," it uses tiie 
term consisteait with its oidinaiy meaning: 

This display may he a •'naiiowcasling'' to a customer based lip^ . . 

priorities, available digital information resources (e.g.f i^ository, property, etc.) 
. and associated^ available classification infonnation. 

^181 Patent 8:15-19. 

. The PCX publication discloses the nairowcasting of digital infpraiatioh. For 

example, it provides for, tiie administ^ing of an SAT examination to stud^ts at various schools 

or testing.sites. PCT at 9X3. The example discloses nairowcasting fiinctionality, in that the SAT 


^ The referenced pages of the Computer Desktop Ricyclopedia are attached as Exhibit C to the 
Declaration of Sam O^Rourke, 

MICROSOFrS MOTION POR PARTIAL SUMNiARY 
DOCSSV13«OJ37.2 -5- JWXSMaW OP INVALTOjnf OPTHE PATENT 

CAS£HO. C01'l$40 SBA(ME7) 

mm mm PM [Eastern Daylight Time] ' SVR:USPTO-EFXI^-1/0 ' [)NiS:8729306 ' CSiD:2(l24084400 * DUIUTiON ^m-ss):18-16 • 


AUG. 3.2004 8:04PM . OC OFPICE2024084400 


NO. 319 P. 32 


' 1 
2 

■ 3 
4 

• ■ .5 
6 

.7 
8- 
9 

10 

11. 
12 
13 
14. 

. 16 
17 
18. 
19 
20 

• ' . '21 
"22 
• 23 
' 24 
25 
26 
27 
28 

PAGE32f58*RCVDA' 


test to be administwed (data) is traasniitted to the p^cular schools or-^^eet s^tes" ("sefeijfed 
individuals) adinimstermg the OKam. Id. Specifically, the PCT publioatioii states: 

• A scheduled SAT examination for high school seniors is prepared by the 

Bducational Testing Service. The examination is placed in a VDE container for 
scheduled release on November 15,' 1994 at 1;00 PM Eastern Standard tune. 
The SAT prepares one copy offlie container for each school 03c.ottie!rlbcati6n ■ 
which will conduct the ejcairdnation. The school or other locatidn CHe^ site") 
will be provided with a distributed examination container securely containing 
this VDE identificatiolL for ttie "administration'' electronic appliance aind/or test ' . 
administrator at the test site (such as, a t^s|ing organization). and a budget 
enabling, for example, the creation of 200 test VDE content containers. 

Id.' . ' 

Tims, tb^e per pubUcation discloses 13t^ 
claim 91 of the '181 patent ' . 

2, Claim 91 - Element f a> . ^ 


Claim 


(a) receiving selected digital informafioti to a secure container at a receiving 
appliance remote from a sending appliance, the receiving appliance having 
a secure node, the receiving appliance being associated with a receiving 
entity; ^ •■ ' 


This element cm be separated into six "unique requiremeats, each of w^jich is 

disclosed by the PCT publipation:- 

The PCT publication discloses a receiving appliance that 
receives information from/^ remote sending appliance 

Claim 9 1^ element (a) reqijires a receiving appliance to receive information fiom a 
remote sending appliance. Hie texm "appliance" is referenced in the specificatiort of the ' 1 8 1 
patent as follows: 

Such cleictronic interactions; supported by the Distributed Commerce UtQity 
may, for sample, entail the broadest range of appliances and distribution 
media,* non-liimting examples of which i^^ 

conrniunications channels, consumer appliances, computers, convergent 
devices such as WebTV, and optical media such as CD-ROM and DVD in 
all their current and future forms. 


^ " Additional examples from the PCT publication include law firms using "VDE" to selectively 
distribute documents, including filing briefs electromoally witli the courts; VDE trial subscriptions for a 
newspaper; and automated tax ooUectiro, such as sales tax, using VDE. PCT at pp. 792-800> 610, and 
690-91, The SAT example is simply illustrative. , 
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'181 Patent 35:25-31 (emphasis io quoted text has been addbd unless "ofesrwise noted).- "Althoi^h 
the scope of the tenn "^liance" has nQt been determined by the Court, any constraction would 
certainly encompass fhe disclosure of the PCT publication,: which states: .... 

ElectroDic t^pliance 600 may be practically ^y kind of electrical or electrooic 
device, sudi as;' . . . . — > 

a computer • ' 

a T.V. "set top" control box- 

apager . - ■ " .. • . . 

atelephone ' , • 

' • > asouidsystem . . 

a video reproduction system 
• ■ . a video game player 

a "smarT credit card 

PGT at 180.. The PCT publication discloses a system whereby the ^pliance at each school or 

testing site designated.to adixmdster the SAT test (receiving appliances) electronicaHy Teceives an 

SAT test fix>m* an' Educational Testing Service' appliai^ PCT at 913. The 

PCT publication specifically discloses a receiving' appliance as follows • 

' ' ' - ' • ' 

The examination -is placed in a VDE container fi>r scheduled release . . , The 
SAT prepares one copy of &e container for each school or other location which 
. will conddct the examination. The school or other location C^est site") will be " 
provided with a "distributed exaramation container securely containing the VDE 
identification for the ^administration^ electronic appliance ... 

. I± A sending ^plianCe is also disclosed. The above-quoted passage states that a "VDE 
container'' is used- for distribution- Creation of VDE protected objects {Le, the "VDE container"- , 
containing the SAT test) requires the use of a VDE appliance. PCT at 180, 189. 

b. The PCT nubHcation discloses a sending appliance located 
**reDaoteIv^ from the receiving appliance 

Element (a) requires the sending appliance to be located **remotely'" fix>m the • 
' receiving appliance. One ordinary and customary meaning of the term ''remote" in computer 
science is: 
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. Located at a distance from another computer that is access£ble%y cables joTOlKer . 
canmiuiiications links: a remote termvuxl,\ ■ ■' . 

Dictionary.com Coniputer Science Difctionaiy (2004)* Use of ihs term "remote" in the !181 
$peci6catipn is consistent with ordiaaiy meaniifig: 

^ ■.. daistributionTisnigVDEtliat may package both the elebisoniccon^ 

infoimation into the same VDB container, 'and/or may' involve £be delivery to 
an end-user site of different pieces of the same VDE managed property * 
from p]aril separate rmote locations and/or in pitiral separate VDE content 
■ containers and/ot employing plnral different delivery means; 

'181 Patent 26:64-27:3. . 

The PCX publication discloses a system where an: 

Appliance 600 may 'comiouiiKcafe with the outside world throu^ any of the 
conneation5/devices nonnally u$ed wxthin'aiL electronic appliance. Xhe 
connections/devices shown along the bottom of the drawing are examples: a 
'^^Diodem" 618 or other telecominunications link; . . . a/^c^ble'^ 628 
connecting the appliance with a ^'netwbrlc^ i ^ 

PCT at The fact that the Educational Testing.S^:vice is at a different locsttion than fhe 

multiple testing sites, coupled wrtiii the statement that appliances may be connected by modem, 

cable or other telecommunications link, is a disclosiire that the Educational iTesting SBErvice 

(sendmg applianc^) is located remotely from the testing sites (receiving apphances), 

c. Hie PCT publication discloses the transmission of **digital 
inforaiation^ 

. Claim element (a) requires the information sent and received to be "^digital 
infoxmation," The PCT publication discloses an example of a system for the electronic 
distribution and administration of an . SAT exam whex^ data is transferred in digital form, as th6 
test is placed in a VDE container. PCTat913/AIl data in a computer is by necessity ia digital', 
form. 


See also ^'remote node" - "A remote user or workstation. Access to the company LAN is made 
via POTS or ISDN modem to a coimection at the remote access server". Computer Desktop Encyclopedi: 
• at 836. . • / 

^ The referenced pages of the Dictionary xom Computer Science Dictionary (2004) are attached as 
Exhibit D to the Declaration of Sam 0*Rourke. 
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d. The PCT pMblieatioii discloses thfe traTasmission of dldTtal 
. information in. a ^'secnre container** 

Elean^ (a) reqfuires digital information .to be transferred in a "secure container.'' 

''Secure container" has been construed by the Court to mean, "A container (defined supra) tiiat i; 

«ecuie (dfefiae^wpw).'' The Court coJistrued "co^ 

To have within or hold. In the oont^tofan element contained widiin a data . 
- . structure (e.g. a secure container), fiie contained elernent may ()6 either directly 
witbin the container or the container may hold a reference indicating wh^ the 
element may be found. ' ' ' ,. ■ 

Older Denying Motion for Partial Sumthajy. Judgment smd Construing "Mini-Afortoiaw Claims" 
C'MaiJcnianOrder'0,My3;2003g)ocket#338),p.33 . 

The Court has construed "secure" to mean: 

* . ■ - * 

One or more mechanisms are employed that (whether alone or in conjunction * 
with one or more other mechanisms) .prevent or discourage misyse of or . 
mterference with infoniiation or processes^ or tha^ 

interference with mfbrnjation or'- processes for the puipose of discouraging 
and/or avoiding hami. Such mechamsms may include concealment, tamper 
. resistance, (defined infra)^ authentication identifying {e,g,, a person, device, 
^ organizatioii,' document, file^ etc,)), and^access CQnttoI. Concealment means 
that it is difficult to read ijoformatioJX (ev^.^'programs may be encrypted): 
Tamper resistance and authentication are defined separately. Access control 
means fliat access to information or processes is lirnited on th^ 
authorization; • Security is not absolute. 

"Securely'* means: "In a secure (defined si^rd) manner. 

.'Markjiian Order atp, 48. ... 

The PCT publication states that: 

The school or other location (**test sile^') will be provided with a distributed 
examination container securely containing the VDE idenfifiication for the 
^^administration'' electronic appliance and/or test administrator at the test 
site . , . and a budget enabling, for example, the creation of 200 VDE 
coiitent containers. 

PCT at 913. It further states that: 

. . . proper use of VDE 100 for the testing process can prevent improper 
access to test contents prior to testing ... 

PCT at 9l 6* Thus, the VDE container is an example of a "secure" "contaidei^' as those terms 
have been construed by the Court 
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e. Hie PCT publxcatiog discloses a "secBg»aode** aib-the fteeivin|» 
appliance 

Element (a)-redtes a ''si&oure node" at the leceivtng ^plianoe. 'The Court's 
construcdon of'^secuie*! is recited above. A nod& the following ordinaiy meazung in 
compju^er science: ■. • . • • 

Iii'GonmiumcatioiK, anode is anetwoik junction or connection pomt' For- - ' ' . 
example, a peisonal computer in a LAN is, a xiode. A teiminal connected to a 
■ minicomputer or mainfiame is a node. 

Computer Desktop Encyclopedia at 674. Thus, a "secure node" includes a computet oi: tenninal 
diat prevents, discourages or detects misuse or interference witb processes or information for tlie 

p 

purpose of avoiding haim. Although the ' 1 81 specificatioja does not define the term "secure 

node/Mt uses the tern coiisistentiy ^th the ordii^^ • ' 

*• . . • • . • ' 

Referring again to FIG. 47A, each customet appliance 2052 may J^wc a VDE 
secure node installation 20S4 mcorporatiug a protected processiug 
environment 154, as described, in ^Ginteretal*, and messagizxg services 
software 2(teS that manages coittmmrications wi^ 

. ' ' •* ■* ' ' 

.'181 Patent 56:18-22.' . . " 

The PCT publication discloses tiie user appliance as a "secure" node. In the case 

of the SAT testing example, the .user appliance is the '"administration' electronic appliance" used 

for receiving the "VDE container^ containing the examination and rules and cpntrols governing 

its use. PCT at 913. As stated in the PCT pubhcation, each such el ectrotiic^pliance (node) 

include a '*Seci3Te Processing Unit" or "SPLP' (hence, "secure'' node): 

Each VDE node or other electronic appliiance 600 in the preferred • 
embodiment may include one or morfe SPUs 500 [Secure Frocessixig tToits]^ 
SPUs 500 may be used to perform all secure processiag for VbE 100. For 

example,. SPU 500 is used for decrypting (or othervvise unsecuiing^ 
projected objects 300. . . . SPU 500 may also perform secure data 
management processes .including governing usage of, auditing of, and where 
appropriate, payment for VDE. objects 300. 

PCT at 189-190. It also states: 


"Ginteret aL" refers to US. Pat No. 5,892,900, issued Apr. 6, 1999, fer ^'Systems And Methods For 
• Secure Transaction Management And Electronic Rights Protection," which is also asserted in the present 
action. 
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. . an SPU 500 may be" implemented as a smgle integrated cireuit "chip" 505 fo 
provide a secure processing environment in which confidential and/or 
commercially- valuable information can be safely processed^ encrypted 
and/or decrypted, 

. - 

PGT at 190. Thus, the PCX publicatioii discloses a "secure node" - the "*adinini5tration' 

electioiuc appliance" containitxg an SPU. . ' ' ' 

t The PCT poblication discloses a system where the receiving 
apptiance is a ssociated with a recemog eatity 

Th^.final requireinent of element (a) is the '"receiving appliance being associated 

with a receiving mlity,^' The PCT publication discloses a system where each test site is 

associated with an ^^admimstration^ ele^cironic appliance: • 

the SAT prepares one copy of the container for each school or other location 
which TyiH coDdact the ejcaininafion. The school or other location («test 
site*^) win be provided with a distributed examination container secnrety 
containing the VBE ideutiOcafion for^the ^administration^* elecfronic 
appliance and/or test administrator at the test site (such as a testing 
organization) and a budget enabling, for example, the creation of 200 test VDE 
content containers, . • , ' 

PCT at 913. For a nuinber or reasons,- including .tlie need to delineate the number of tests to be 
distributed to test takers at each particular site, each test site is associated with an 
*"adtnimstration' electtonic ^pliance." 

For the foregoing reasons, the PCT publication discloses all requirements of 
eieaiebt(a)ofclaim91* . . 

3. Claim 91 - Element (aVi) 


Claim 
Language 


(i) the digital information having been selected at least in part based on the 
digital information's membership in a first class, ' ' • ' 


This limitation requires the digitaj information referred to in element (a) to be 

selected at least in part based upon its-membership in a first class. For example, the ' 1 8 1 

spepification provides: 

Of particul ar importance is the notion of classes of content . . . For example, the 
* present inventions can make use of . , * topical identification, for example, such 
as information represented in typical library subject and/or author and/or catalog 
and/or keyword search and retrieval information systems . . . any information 
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. descriptive of an available resource (which-jnay include any i»fonnMi6n^ - " 
product, and/oi- service, whetiia available in dectronic and^or physical fpmis) 
such as: the quality of a digital product as evaluated and raiiked and/or 
oflierwise specified by one or more third parties a»d/or independent third 

parties , , , . " ' " . ' 

'181 PatKit 14:35-55. 

As discussed above, the PCT ptiblicaiion discloses a sysf eta, which by way of 
exaniple, can be used to electronically distribute an S AT test to selected testing sites. In the 
testing example, the distributed infbmiation is a particfular examinatibn to be given on a specific 
date at a specific time -'^November 15, 1994 at-liODPM Eastern Standard time."- PCTat9I3. 
Thus, the specific electronic SAT test (digital infoitaation) sent to the designated testing sites has 
been selected at least in part based on the test's membership in a first class (the particular SAT 
test to be released to testing sites on November 15, 1994 at 1:00 PM Eastern Standard time). The 
PCT publication provides several other examples of testing scenarios where the tests (digital 
infoxmatiph)' are selected b^ed i^on theu^ membership in a pairticular class: 

VDEassistedt^tingniay, of course, be employed for many different ' . 
apphcations including secure identification of ^ 
security/authentication pxitposes, for emptoympnt (e^g. s^jplying for jobs) ^ 
applications, and for a foil range of evaluatipn testing. For example, an airline 
pilot, or a truck, train^ or bus driver might take a test iimnediately prior to 
departiH-e or during travel, with the test evalualibg alertness to test for fatigue, 
drug use, etc, A certain test may have a different order and/or comb^tnation of 
test activities, each time/ or each group of times, the test is taken. 

PCT at 9 16. In each of these circumstances, the digital inJFonnation or content of the particular 
test will be classified based upon its appropriateness to the test takers, the particular venue, date 
and time of examinatioii, and poteiitisdly ahjost 

Accordingly, the PCT publication. discloses a system where* the digital infomxatipn 
is selected at least in part based on the digital infomxation's rnembership in a first class. . 

4. Claim 91 - Element (a)0£i 


Claim 
Language 


(ii) the first class membership having been determined at least in part using 
rights management information; : 


As recited in element (a)(ii), membership in the "first class" is determined at least 
in part based- upon rights management infomiation. According to the specification of tiie ' 1 8 1 
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patent, "fr]ights management infonnation may include elecflronic nd^-aivd/or their ^ - 
consequences.^ * 1 8 1 Patent 1 1 :23-25. Referring again to the testing sceoario disclosed in the 
PCX publicatioii, the particular test to be distributed (first class mOTibership) is determined at . ^ . 
least in part using ri^ts management information^ incltiding any one or more of the following 
electromc roles and /ox consequences j 1 ) the subject matter of the test, 2) the order of flie" test * 
questions, 3) -which test questions are presented, and/or 4) timing-related variables such as the ' 
precise starting, duration and stopping times of the examination. PCT at916-17. 

These :examples disclose the use of "rights management inforinatiotf * to detemiine 
flie digitalinfonnation's membership in a first clasSk 

5. Clamt 91 - Element fb^ ' 


Claim 
Language 


(b) tbe receiving entity having been selected at least in pdrt based on said. 
receiving entity's membership in a second class, ' . 


Element (b) requires the receiving entity to be selected at least in part based on its 
membership in a second class, TTie PCT publication's testing example discloses the distribution 
of a particular SAT exainination to a selected cl^s of test.sites: , . 

A scheduled SAT exanmxatfon fer hi^ school 'seniors is prepared by the 
Educational Testing Service. The examinatiou is placed in a.VDE container for 
schedqled release on November 15, 1994 at 1:00 PM Eastern Standard 
time. The SAT prepares one copy of the container for each school or other 
lt)cation which will conduct the examinatioji. The school or other location 
(^est site^) will be provided with a distributed examination container 
securely containing the VDE identification for the '^administratioii'' 
electronic appliance and/or test administrator at the test site . . * 

PCT at 913. Thus» this passage discloses the requirements of claim 91, element (b) - a particular 
SAT test is distributed to eadh test site (receiving entity) that will be administering the SAT on 
November 15, 1994 at 1 :00 PM Eastern Standard time (receiving entity's membership in ar second 
class). 

6- qaim 91 - Element (bid) 


Claim 
Language 


(i) the second class membership having been determined at least in part on 
the basis of information derived from the recipient entity's creation, use ot 
or interaction with rights management information; ^ 
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eTqplained above.in the analysis o|^element (b), selectealtest sites^tii^bers 
of a second class - the class of test sites administering the SAT examination at a paiticplar time ' 
and date. Element (b)<i) requires the Second class membeiship to be deteti^ed at least inpact on 
the basis of infoimation derived from &e recipient Qntity's creation, use ojC or interaction with 
rightis management information. . Hie specification of the * 1 8 1 patmt provides numerous 
'examples of .types of "rights management information" that may be used for classification' 
puijposes: .' . 

. Rights maxzagemient information may be directly or indirectly inputted to flie 
' matching, classification and/or selection process. .. The following are 
examples of such infoimation that may be p)ioyided based, for example, on rules 
and consequ^ces user questionnaires .' J . audit trail related infonnation.. . . 
aggregated usage data . . . information measuring or otherwise related to 
institutional behavior; infonnation measuring or otherwise related to I 
institutionalpreferenc.es; infoimation measuring or otber*ws^ 
institutional culture . •. . • ,. 

. , I • 

'181 Pat^t 18:65-19:39, 

As required by this claim element, the membership in the class of test sites is 
.determined on the basis of infbnnation derived fiom the..test site's interacdon with rights 
management infomiation. For example, sites are determmed to be members of ,a class receiving a 
particular SAT test based upon v/hether or not that site is scheduled or permitted to adijiini^ter the 
exani at.a desigtxated date and tune. PCT at9l3. Sites may also be selected basM on cont^t of 
au examination, ^c. whether it is an SAT test (where the site might be a high school) or a test 
designed for ''anairUne pilot, or a truclc, train, or bus driver/' ^here the te^^ 
appropriate workplace. PCT at 916-. J&1 addition, membership in : 
fom the xiseofVDE identifications, which also is rights managem The PCT . . 

publication states: 

The school or other locaticMi (^est site**) will be provided with a distributed 
examination container securely containing the VDE idenfjficatiott for the 
"administration^ electronic appliance and/or test administrator at Uie test 
site (such as a testing organization) . , : 


PCT at 913. 
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Thus, the PCT publication discloses a process whereby-tiie-second cdass ' ~ 
membership (administering test sites) is detannined at least in part on the baas of infbnnation 
derived fioin the redpieot entity's creation, use of, or mteraction with rights mansgwnent ... 
infijimation (test type, date, time, etc.). . ' ' 

7. Claim 91 - Element (c) 


Claioi 
Language 


"(c) receiviag at the receiving appliance rales and controls in A secure 
container, . ' . 


ElCTient (c), requires rules and controls to be received in a secure container at the 
receiving appliance. The term "controls" kai been ponstrued by the Court to meaa; 

. "Information and/or.prograinnaiog.controllnig operations oh or use of resouii^ 
(e.gr*3 content) including (a) permitted^ required, or prevented opeiations, (b) the * 
nature or extent of such operations, or (c) the consequeiaces of such opetatibns." 

Maricman Order at p, 36. The tenn "rules" has not beistn construed, but in the "mini'^'.Markiiian 

proceedings, InterTrust argued tbtat "^rules and controls" are equated with "control information" in 

the Big Book ('107) application, and that the tenfts "role" and "control" are "synonymous." 

InterTrust^s Opening Claim Construction Brief atl7-19*(^^ ' 

The PCT publication discloses process in whjch rules and controls are paokaged in. 

a secure YDE container. For example; 

The exannnatioh is placed in a VDE container for scheduled release on 
November 15, 1994 at 1:00 PM Eastern Standard time. The SAT prepares 
one copy of the container for each school or otibtcr location which will conduct 
the examination. The school or other location (*test site") will be provided with 
a distributed examination container securely containing the VDE 
xdentificatien for the ^administration^ electronic appliance and/or test 
administrator at the test site (such as, a testing oiganization) and a budget^ 
enabling; for example, the creation of 200 test VDE content containers. Each ■ 
container created at the test site may have a permissions t*ecor^ 
secure identificatioii information for each electronic ^pliance 600, on the test 
site's network, that will be used.by a test taker, as weU as, for example, a^i 
identification for the student who will take the test 

PCT at 913. These passages disclose receiving at the receiving ^pliance {receipt by test sites), 
rules and co^t^ols (release tirjpie, identtfication requirements, budget) in a secure container 
C^VDE" or **exaniination" container), as recited in element (c) of claim 91.- 
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8. Oaim 91 - Element (c)( i) 


CIdina 
Language 


0) &e rules and controls having bee^. associated yntbi the selected digital 
information; and 


Element (c)(i) calls for rules and controls received by the receivmg entity to be 
associ!%ted witti selected digital infbimation. As explained in ibs previooi sectioti, t£te FCT 
. publicatioa discloses a process, in ^dticb an SAT test is packaged into 4 "secu^ container'' also 
co]p.taiiung rales and controls (release time, identification requirran^ts, budget) govi^iung access 
and distribiidon of the exazninadon. PCTatPlB. The fact that these rules and controls are 
packaged willi, and govern the use of| the test contained in lii^ same secure VDE container, 

* ■ t . ■ • 

I * . ' • 

demonstrates that the rules and controls contemplated in the PCT publication are '^associated with 
the selected digital iuforxnation." Accordiiigly, the PCT publication . discloses 'claim 91 elemesht 


my 


9. 


gaim 91^ Element (d) 


Claim 
Laagnage. 


(d) using at the receiving appliance the selected digital information in 
accordance with the rules and controlSa .. ' . 


Element (d) of Claim 91 requires the receiving appliance to use selected digital 
information in accordanpe with 'Vules and controls." As stated above in section III(AX80, test 
sites receive a VDE container encapsulating rules and controls including, for exaiiiple, a budget. 
This budget sets forth the number of *^VDE content containers" that may be produced and 
distributed 10 the test-taking students: 

Hie school or other location Cutest site'*) will be provided with a.distribiited . 
exanmiation container securely Qontaming the VDE identiJBcation for the 
'^administration" electronic appliance and/or test admirustrator at the test site 
(such as,.a testing oisanization) and a budget enabling, for example, the 
creation of 200 test VDE content cootainersp 

. PCT at 913: The "'administration* elecfromc appliance and/or test admXEdstrator at the test site" 
then creates the number of "test VDE content containers" pemiitted by the '"budget." Id, 

Thus, the PCT publication discloses a receiving appliance (test site) that uses ; 
(creates VDE content containers) the selected digital infomiation (paxticiilar test distributed by 
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tiie Educdtional Testing Service) in accordance wifli the rules and CQDbe}fr-(eL^. a budgeQ; as 
recited in 6leineat(d) of -claim 91. • ' • 

lb. Ciahn 91 ^Element (d)m 


Claim 
Language 


(0 the rules and co&trols being enforceif by the receiving appliance secure 
node. . • . . ' ". — 


. The final element of claim 91 requires the secure node of the receiving appliance 
to raiforce-tiie rules and controls associated with the digital information. ' As explained in 
Section 111(A)(2), thePCT publication discloses an "'admimstration' eiectrofiic appliance" used 
. for recdving die ''VDE container'* coritalningtheej^^ PCt 
at 9l3. This electronic ^jpliance enforces the- rules aMicbntrols associated with the SAT te$t,-ajs 
detailed iii the PCT publication's lengthy discussion elaboiating on the attributes of such "VDE 
Electronic Appliance[s],'' which contain Secure Processing Units, PCX at 1 80-1 94, The Pct 
publication states; . * 

Each VDE node or other electronic appliance 600 in the preferred 
embodnnent may include one or more SPUs 500. SPUs 500 m^y be used to 

. perform all secure processing for VDE' 100 It is also us0d for managing 

encrypted and/or otherwise secured coninmnication : , . SPU 500 may also 
perfbrm'secure data management including ^governing usage of - ; - VDE 
objects , . , 

PCT' at 189-190, 

Thus, the PCT publication discloses a method where rules and controls (i*e* release 
•tune, identification requirements, budget etc.) are enforced, by the recrfving appliance . 
(administration electronic appliance) secure node, (having a SPU). 

R The PCT Pttblication Anticipates All Asserted Claims Dependent TJpon Claiin 
91 ofthe ^181 Patent - . ^ 

Claims 104, 1 14 and 131 are dependent upon claim 91. Claim 1 17 is dependent 
iqDon claim 1 14, which in tiim, is dependent upon claim 9L As detailed supra Sections in(A)(l)- 
(10), all the elements of claim 91 arc present and disclosed in the PCT publication. The PCT 
publication, as demonstrated in the following sections, also anticipates all claims that depend 
upon claim 91. 
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Dependent Claim 104 


Claim 
Langaage 


104. The method of claim 91 wherein' said received selected digital 
information includes entertainment iiiformation. >_ 
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As explained in Section in(A)(2) with regard to elemeat (a) of claim 91, the PCX 

• 4 

})ubIication discloses a process in 'v^ch a sender transfers "selected digital infondaation" to a 
receiving ^pliance. bq>e!ideQt claim 104. calls fortius "select^ digital infomiadon" to uqidude 
7 I "entCTtaiomeiit inibpnation." . The •ordinary meaiiing of "entertainment" is "soiniething diverting ' 
or engaging." Merriam-Websier's Collegiate Dictionary, Tenth Edition (1999)." The '181 
specification foils to define or indicate wdiat the term "entertainment information" refers to and,- 
therefore, does not coritradict £he oidinaiy meaning of t^^ 

■ T&e PCX publication contemplates the delivery of digital enteitAmment 
infonjiation to end users. It discloses that a sendmg sippliance may distribute'aU varieties of 
digital information, which are listed in a "repository content catalog;" PCT at 839. Such digital 
information may include '^sts of publications, soflvvare, games, movies, etc." Id, Software, 
.games and movies fit within even the naxTO west constn^^ 

mfonhatioiL" Moreover, the PCT publication discloses that any type of electromc information 
may be distributed in VDE containers: 


Figure 20 shows an example of a VDE content obj ect structure 880. Generally, 
content objects 880 include or provide information content This 'content' may 
be any sort of electromc information. For example, content may include . 
coxaputer software, movies, books, music, « . « multimedia iKiformatiojcii, 
virtual reality information . . * 

PCT at 407-408, Various examples of information recited in this passage could be included in the 
category of "entertainment information." Categories such as movies, books and music iriost 
certainly fit any definition of entertainment information. Therefore, the PCT publication 
anticipates claim 104, as it discloses all the elements of claim 91, as well as end user receipt of 
"entertainment informatiorL" 


*^ Merriam^Webster's Collegiate DictioTTory, Tenth Edition (1999) attached as Exhibit E to the Declaration 
ofSamO'Rourke. 
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2. Dependent CtaUn 114 


Claun 
Language 


114. The method of claim 91 wherein said rules and controb specify at 
lea$t one clearinghonse acceptabte to rightsholders. 


• Qaim 1 14 calls for rules and. controls, is detailed supra Section 1111(A)(7) with 
regard to element (c) of claim 91 , specifying "at least one oleaiing^otise'acceptable to ' • 
rigbtsholders," *rbe term "dearixighouse" ha^ been construed by the Court to mean: 

A provider of financial and/or administratiye services fpr a n^Jmber of entities; 
. or an entity responsible for coUection,.inaiiitenance, and/or distribution of 
materials; information, license, etc. 

. Markman Order at p, 21, The PCT.publicatidn ^sqloses a number of difiererit varieties of •■ 
clearinghouses: ^ * • 

, * . . a VDE repository may perform audit ixifoxmation clearinghouse services on 
behalf of VDE creators or other participants (e,g. distributors, redistributors, ; 
client administrators, etc.) for' usage information reported by VDE usera. Such 
services may include analyzuag such us9ge information, creating reports^ 
coUecting payments, etc 

PCT at 817. It also provides for clearinghouses that are acceptable to rightsholders; 

. A *'full service" VDE repository may be very attractive to both providers and . 
users of VDE managed content Providers of VDE managed content may 
desire to place their content in a location that is well known to users, offers 
credit, and/or performs audit services for them. 

Jd, Accordingly, the PCT publication anticipates claim 114 of the U81 patent, as it discloses air 
elements of the claim. 

3. Dependent Clflim 117 . 


Claim 
Language 


117. The method of claim 114 wherein said at least one acceptable 
deariflghottse is a rights and permissions clearinghouse. 


As set forth in Section lilCB)(2) supra, the PCT publicsation discloses a number of 

different varieties of clearinghouse. Among them are clearinghouses which provide rights and 

permissions services: 

) The clearinghouse system 3 302B is comprised of a usei/author registration 
system 3338. template libraries 3340; a control structure library 3342; a 
disbursement system 3344; an authorization system 3346 comprised of a 
financial system 3348 and a content system 3330 ... 
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PCT. 821-22. vFeatores such as "a control stnictiip library," "a aisbucs^n^ system,*'*an 
autiiorization system" and "a content system" are all components of a clearin^ouse that 
disftibutes, auflioiizes and governs the use of contrait This describes the functionality of a rights 
and pebnisaons clearin^ouse.- Accordingly, because the PCT publication discloses all elements 
of claims 91 and 114 (upon which claim' 117 depends), as well as the ad(i[tional element of claim. 
117, thePCT publicationantioipatesclaim U7ofthe '181 patent > 
4. Dependent Claim 131 


Ciaim 
Langnage 


131. The method of claim 91 wherein said receiving appliance is a personal 
computer. ' . . . . • 


In addition to £11 the d^ents of claim 91, claim. 131 requires th^t the receiving 
appliaace, discussed supra Section III(A)(2X be a personal computer. One orSinaiy meaning of a 
"personal computer^' is: ^ , 

• Synonymous witb ''microcomputer/' "desktop computer," and "laptop 
computer," it is a computer that serves one user in the oflBce or.home, 

• Computer Desktop Encyclopedia at 75 L The PCT pfiblicajaon specifically, discloses a system 
where the receiving appliance is a computer 

Electronic appliance 600 may be practically any kind of electrical o.r electronic- • 
device, such as: 

o A computer 

PCT at 180. Moreover, the PCT publication specifically discloses that the electronic appliance - 
may be a "personal" computer, stating ''if appliance 600 is a personal computer / , 
PCT at 181. Thus, in addition to reading on all elements of x^laim 91 of the * 181 patent, the PCT 
publication discloses a system virhere the receiving appliance is a personal computer, th^eby 
. anticipatingclaun 13L 
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C The PCT Publication Anticipates Claim 48 Of the'«iS3rPatent - - 
Claim 48 of the U81 parentis vei7 similar to claim 91.^/ .The substan^^ 
difference between these claicns is tfaiat claim 91 requires a "secure container,*' whereas claim 4? 
omits this requirement The effect of this omission is to r^der claim 48 broader than claim 91 . 
Jliis omission ako renders claim 48 tnore easily anticipated, biecause tfie anticipating refereace 
need not displose the u^ of a "secure container " • 

Pri^JticaKy, thereforcj because claim 91 is anticipated by the PCT publication, 
claim 48 is as we^t Rather than repeat the anticipation analysis set foith.in Section in(A) supra 
for claim 48^ the following is a chart setting forth the anticipation analyses that is ^plicable to 
each element of tfai^ claim: 


48.. A method for natrowcasting selected digital information to specified recipients, . 
including: [Section ni(A)(l)J 


(a) al.a receiving appliance, receiving selected digital information ftom a sendlng.appliance 
remote from the receiwig appliance, the receiving appliance having a secure node and being 
associated with a specified recipient; [Section III(A)(2)J 


(i) the digital infotmation having been selected at least in part based on the digital 
information's membership in a first class, [Section .ftI(A)(3)l wherein the iSrst class 
membership was determined at. least in part using rights management information; and 
[Section m(A)(4)] 


(ii) the specified recipient having been selected at least in part based on membership in a 
second class, [Section m(A)(5)] wherein the second class membership was deteraiined at 
least in part on the basis of information derived from the specified recipient's creation, use of, 
or interaction with rights management information; and [Section 111(A)(6)] . 


(b) the specified recipient using the receiving appliance to access the received selected digital 
information in accordance with rules and controls, [Section 111(^(9)1 associated with the ' 
selected digital ioibrmation, [Section 111(A)(8)] the rules and controls being enforced by the 
receivirig appliance secure node. [Section ni(A)(10)3 


D. The PCT Publication Ariticipattes All Asserted aaims^Deiaeiidept Upon Claim 
48 OfThe/ISl Patent 

Claims 59, 61, 63, 70, 72 and 89 are dependent upon claim 48. Claim 62 is 
dependent upon claim 61 .and claim 75 is dependent upon claini 72. Thus both are also ultimately 


Non-subs tantively, claim 48 siroply combines several of the elements recited in claim 91 into 


single elements. 
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depeiKj'ent ^5>oii claim 48. As detailed in the chart jj«pra Section in(CX-aH tbfs elemen^ef claim 
48 are present and disclosed in the PCT publicaticttL" The PCX publication, as dernonstrated in the 

I • t 

following sections, also anticipates all claims that depcaid i^on claim 48. \ • • 
.1- Dependent Claim 59 , 


Claim 
Language 


59. The method of cjiatoi 48 wherein said received selected digital 
informatibn is at least in part event information. • ^ 


Claim 59 requires that selected digits iafoimation 
infoitxiation." The ordin^zy meaning of the t&im "ervent** is "something that happens: 
occurrence." Merriam-Webster's Collegiate Dictionary, Tenth Edition (1999). Thus, "event 
information" is siinply iufonriation about something that happens* Although the *1 81 patent fails 
to define the temi "event information," the plain meaning of the tenn is consisrtent with its use in . 

the '181 specification: , ^ ■ < 

•' . . * ■ 

Various ticket agencies 4506(l)-4506(n) may send information about specific 
events 45 12(l)'4512(n) and/or information about agency services 
45 14(n) to the xhatchiiig and classificatioii \itility 900, In another example,, an 
event promoter may send event information directly to the matching and 
classification utility 900. . / • * 

481 Patent 80:52-57. 

The testing example of the PCT publication discloses a test site receiving, in a 

secure container, information regarding an SAT test- This SAT testing information includes 

information re^rding the date and time of the test: 

A scheduled SAT examination for high school seniors is prepared by die . 
Educational Testing Service^ Hie examination is placed in a VDE container for 
scheduled release on Nov;ember 15^ 1994 at 1 :00 PM Eastern Standard 
time.^ The SAT prepares one copy of the container for eacix school or other 
locadon winch will conduct the examination* - 

PCT at 913, The per pubUcation also discloses other timing related varia^^ 

' . . . * ' * * , 

Etectronic testing employing VDE 100 may also ensure that timing related 
variables of testing (for example predse startmg, dnration, and stopping 
times) can be reliably 'managed- 


PCT- at 916.. Thus, the received selected digital information (VDE container enc^sulatmg the 
exam and rules and controls) is at least in part event infomiatiou (infomiation regarding the 
release date, timing and schedule of the SAT examination), hereby anticipating claim 59. 
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2. Dependent Claim 61 


Claim 
Language 


61. The method of claim 48 wherein said received selected digital 
information' is at least in part entertainment iaformatipn/ 


. Claim 61 is anticipated because the PCf publication discloses all elemoits of 
cl aim 48 (as demonstrated in Section- 111(C)), as well as the additional eleihent recited in this 
claim (as demonstrated in Section in(B)(l))^ 
' 3. ^ Dcfpendent Claim 62 . 


Claim 
Language 


62. The method of claim 61 wherein said entertainment information is at 
least in part music informatioiit J [ 


As demonstrated in Section 111(D)(2), the PCT publication anticipates claim 61 , 
Claim 62 dqiends upon claim 61 and recites the additional element that the "entertainment 
informatioii" of claim 61 is at least in part ^'music inforroation." The PCT publication specificaUy 
discloses. that the digital information received by the receiving appliance can include "music" 
ioformation: . ' * 

. Figure 20 dkov/s an example of a VDE *cont ent qbj ect structure 8 80. Generally, 
content objects 880 include or provide information content. This "content" may 
be any sort of electronic infopnation. For example, content may . include - * • 
mnsic««« 

PCT at 407-08. Acc<)rdingly, claim 62 is anficipated by the PCT publication 
4* Dependent Claina 63 


Claim . 
Language 


63. Hie method of claim 48 wherein said received selected digital 
information is at least in part cxecntabie software. . 


Claim 63, which depends on claini^48, recites tha additional element requiring- the 
selected digital information to be at least in part '"executable software." The Court has construed 
the temi "executable programming** to mean "A computer program that can run, direcdy or 
through interpretation.'' See Order at p, 22 (Docket No. 338). The PCT publication discloses the 
transmission and reception of digital information that may include "executable software," stating: 

s Figure 20 shows aix example of a VDE content object structure 880, Generally, 
content objects 880 include or provide information content. This "contend may 
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. be any sort of electronic infonnatibEL For .example, content.may include^' 
computer software • . , ' • 

PCTat407-408. Thus,thePCTpwbUcatidotta»ficipatesdaim.63 bfthenSl patent 
5, Dependent Claim 70 ^ . 


Language 


70. The method of cEaim 48 wherein $aid rules and controls at least in part 
govern usage audit record creatignjj [ ' . ' . ' 


Claim 63, which depends on claim 4S, recites the additional elerhent wherein the 
rales and controls "at least in part govern usage audit record creation." Tlie PCT publication 
discloses rules' and controls that at least in part govern- usage audit record creation in its SAT ' 
testing scenario: 

. . : proper use of VDE l&O for the testing process can prevent imjwper access 
to test contents prior to testing and ensure test taking is properly audited 
and authenticated, that is which person took which f es^ at which time, on 
which electronic appliance, at which location. . ' 

PCX at 916, Thus, the PCT publication anticipates .claim 70 of the '181 patent . ' 

' ' ' ■' . 

6. Dependent Claim 72 . . " 


Claim 
Language 


72. The method of claim 48 wherein said rules and controls in part. 
specii^ng at least one clearinghouse acceptable to rightsholders. 


Claim 72 is anticipated because the PCT publication discloses all elements of 
claim 48 (as demonstrated in Section 111(C)), as well as the additional element recited in tins 
claim (as demonstrated in Section 111(B)(2)). 

7. Dependent Claim 75 . 


Claim 
Language 


75. The method of claim 72 wherein said at least one acceptable 
clearinghouse is a rights and permissions clearinghouse. 


; Claim 75 is anticipated because the PCT publication discloses all elem^ts of 
claim 72 (as explained directly above in Section inCD)(6)), all elements of claim 48 (as. 
demonstrated in Section 111(C)), as well as the additional element recited in this claim (as 
demonstrated in Section ni(B)(3)). 


^fiCROSOFrS MOTION FOR ?ARTLa SUMMARY 
CKX:SSV1:260337^ . • . • - 24 - JUDGMEOTOFINVALEDrrYOFTHE PAtSNT 

CASBNO. COl-l^ SBA (KlEJ) 

mm 11:01:07 PM [Eastern Daylight rune] * SVR:ilSPTO-EFXRF-1IO * DNIS:87293g6 * CSID:20240S4400 ' DURATION (mm-ss]:18-16 


I 

2 
3 
' 4 
5 
6 

' 7 
8 
9 
10 
11 
12 

14 

1.5 
16 
17 
,18 
19 
20 
21 
22 
23 
24 
•25 
26 
27 
2S 


004 8:10PM- DC OFFICE2024084400 


NO. 319 P. 51 


8. Dependent Claini 89 


Claim 
Language 


89. The method of claini 48 wherein said receiving appliance is a personal 
coapnten • . ■ [ . [ 


' CUim 89 is. anticipated because die PCT publication discloses all elements of ■ 

claim 48 (as d^onstrated in Section itI(C)), as well as-lihe additional elemeat recited in this* . 

claim, (as denjonstrated in Section 111(B)(4)). 

IV. COtiCLVSlON 

For the forgoing reasons, M<TOSoft reqoectfuUy request that the 

U.S, PatentNo. 6,n2,18I invalid as anticipated under35 U.S.C! f 102(b) by the PCX publication 

published under Intemational Publication Number WO 96/27155. 

Dated: F*ruaiy23, 2004 


By: 
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